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DETAILED ACTION 

Receipt is acknowledged of applicant's amendment, remarks, and RCE, all filed 
on 21 December 2007. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 21 
December 2007 has been entered. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-22 remain rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dias (U.S. Patent No. 6,540,791) in view of Legrand, et. al. (U.S. Patent No. 6,260,556), 
further in view of Caes, et. al. (U.S. Patent No. 6,423,306). 

Dias teaches a hair bleaching composition and a method of making a hair 
bleaching composition comprising the polydecene of instant claims 1, 3-5, 18, and 21 
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(see col. 23, line 12), the nonionic amphiphilic polymers of instant claim 16 (see col. 15, 
lines 37-48), the peroxygentated salt (perborate) of instant claim 10, the alkaline agent 
(ammonium salts) of instant claims 13 and 14, and the surfactants of instant claim 17 
(see col. 9, lines 52-59). The composition may be in the paste form of instant claims 1, 
18, and 21 (see col. 49, line 36). 

Dias explains that by combining the disclosed ingredients into one composition, 
"...stable hair bleaching and/or coloring compositions can be made which are safe and 
effective for use on mammalian hair and which provide ... (increased) shelf-life and 
bleaching effect benefits..." See col. 3, lines 34-38. 

The Dias reference differs from the instant application in that it does not disclose 
the particular peroxygenated salts of instant claim 11 or the hydrogen peroxide of 
instant claims 21 and 22. 

Legrand, et. al. teach anhydrous compositions for bleaching keratin fibers (see 
col. 1, lines 1-13). The disclosed composition consists of, inter alia, the sodium 
persulphate of instant claim 11 (see col. 17, line 6), and hydrogen peroxide (see col. 1, 
line 19). 

The Dias reference differs from the instant application in that it does not disclose 
the polydecene of claims 1, 3, 18, and 20-22, in which at least 30 carbon atoms are 
presented in the claimed formula. 

However, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to make such a composition by incorporating a polydecene 
compound having at least 30 carbon atoms because the Dias reference teaches clearly 
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that polydecene compounds having more than 19 carbon atoms can be used in the 
composition (see col. 23, lines 1-12). Thus, a person of ordinary skill in the art would be 
motivated to use hydrocarbon polymers having more than 19 carbon atoms, including 
those claimed, and would expect such a composition to have similar properties to those 
claimed, absent unexpected results. 

The Dias reference differs from the instant application in that it does not disclose 
the gelling agent of instant claims 1 , 6-9, 18, 21 and 22. 

Caes, et. al. teach cosmetic compositions for use on hair, including pastes {see 
col. 5, line 60; col. 6, lines 30-39). 

The disclosed composition consists of the gelling agent of instant claims 1, 6-9, 
18, 21 and 22, including the particular hydrogenated block copolymers of instant claim 
9. 

Caes, et. al. explain that use of multi-block copolymers in a cosmetic composition 
provides the benefits of, "...very good adherence to the substrate, flexibility, wearability, 
good dry time, non tacky, good retention, non transfer, and low migration over time." 
See col. 1, lines 53-56. 

While the Dias reference does not explicitly teach all the instant claimed 
percentages of agents, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to determine suitable percentages through routine or 
manipulative experimentation to obtain the best possible results, as these are variable 
parameters attainable within the art. 



Application/Control Number: 10/617,676 Page 5 

Art Unit: 1618 

Moreover, generally, differences in concentration will not support the patentability 
of subject matter encompassed by the prior art unless there is evidence indicating such 
concentration is critical. "[W]here the general conditions of a claim are disclosed in the 
prior art, it is not inventive to discover the optimum or workable ranges by routine 
experimentation." In re Aller, 220 F.2d 454, 456; 105 USPQ 233, 235 (CCPA 1955). 
Applicants have not demonstrated any unexpected or unusual results, which accrue 
from the instant percentage ranges. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to make an anhydrous paste comprising a peroxygenated salt, an 
alkaline agent, a polydecene, and a gelling agent, as taught by Dias in view of Legrand, 
et. al., further in view of Caes, et. al. 

One of ordinary skill in the art at the time the invention was made would have 
been motivated to make an anhydrous paste comprising a peroxygenated salt, an 
alkaline agent, a polydecene, and a gelling agent for the beneficial effects of stable hair 
bleaching and/or coloring compositions which are safe and effective for use on 
mammalian hair and which provide increased shelf-life and bleaching effect benefits, as 
well as very good adherence to the substrate, flexibility, wearability, good dry time, non 
tacky, good retention, non transfer, and low migration over time, as explained by 
Legrand, et. al. and Caes, et. al. 
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Response to Arguments 

Applicant's arguments filed 21 December 2007 have been fully considered but 
they are not persuasive. 

35 USC 103 

1 . Applicant argues that Dias teaches away from an anhydrous product, 
"■■.particularly one with less than 1% water as now recited in the amended claims." See 
remarks, page 15. 

Examiner respectfully submits that Dias teaches water as merely a preferred 
diluent (see col. 4, line 66). Disclosed examples and preferred embodiments do not 
constitute a teaching away from a broader disclosure or nonpreferred embodiments. In 
re Susi, 440 F.2d 442, 169 USPQ 423 (CCPA 1971). See MPEP 2123. 

Dias teaches that the diluent concentration may be as low as 5% by weight of the 
composition (see col. 45, line 16). Furthermore, if water is the diluent, it can be 
replaced by up to 50% by weight of the total water content (see col. 50, line 41 ), with the 
ingredients listed at col. 50, lines 39-44. When these teachings are taken together, Dias 
discloses a water content as low as 2.5% by weight of the composition. A prima facie 
case of obviousness exists where the claimed ranges and prior art ranges do not 
overlap but are close enough that one skilled in the art would have expected them to 
have the same properties. Titanium Metals Corp. of America v. Banner, 778 F.2d 775, 
227 USPQ 773 (Fed. Cir. 1985). See MPEP 2144.05. 

2. Applicants argue that, "Examiner's reliance on the Woodruff case is improper" 
since the range in Dias does not overlap with the instantly claimed range, while in the 
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facts of the Woodruff case had overlapping ranges. See remarks, paragraph bridging 
pages 15 and 16. 

Examiner respectfully submits that in the excerpted language, the court was 
commenting on the following cases: Gardner v. TEC Sys., Inc., 725 F.2d 1338 , 220 
USPQ 777 (Fed.Cir.), cert, denied, 469 U.S. 830 [ 225 USPQ 232 ] (1984); In re 
Boesch, 617 F.2d 272 , 205 USPQ 215 (CCPA 1980); In re Ornitz, 351 F.2d 1013 , 147 
USPQ 283 (CCPA 1965); In re Alter, 220 F.2d 454 , 105 USPQ 233 (CCPA 1955). In 
order for applicant to conclude that examiner's reliance upon the Woodruff case was 
improper, he would have to show that the cases cited by the Woodruff court dealt with 
overlapping ranges. 

Furthermore, the excerpt from Woodruff in question was taken from MPEP 
2144.05 (III), entitled "Rebutal of Prima Facie Case of Obviousness", not MPEP 
2144.05 (I) entitled "Overlap of Ranges". 

3. Applicants argue that the polvdecene range taught bv Dias. "...is indeed outside, 
and significantly lower than, the amount of the at least one polvdecene ranging from 
15% to 35% bv weight of the total weight of the paste as recited in. for example, present 
claim 1. There is no overlap." See paragraph bridging pages 15 and 16. 

While it is true that the range taught by Dias does not explicitly overlap with the 
instantly claimed range, the instant specification discloses a polydecene concentration 
as low as 5% (see instant specification, page 8, paragraph 041). As explained above, a 
prima facie case of obviousness exists where the claimed ranges and prior art ranges 
do not overlap but are close enough that one skilled in the art would have expected 
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them to have the same properties. Titanium Metals Corp. of America v. Banner, 778 
F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). See MPEP 2144.05. 

4. Applicants argue that, "a person of ordinary skill in the art would not expect 
polvdecene ranging from 15% to 35% by weight to be miscible within the aqueous 
compositions taught by Dias. This difference in concentration ranges of polvdecene 
reflects the fundamental difference between the invention in Dias, which is directed to a 
bleaching solution , and the present invention, which is directed to an anhydrous paste." 
Emphasis in original. See remarks, page 16. 

Dias explicitly teaches non-aqueous formulations, including cream, gel, foam, 
mousse, solid, powder, shampoo, mascara, and paste {see col. 49, lines 34-36). Dias 
explains that, "...it is important that dyeing compositions be in a form which is easy and 
convenient to prepare and use by the consumer, since the oxidizing agent must remain 
in contact with the hair for a certain period of time and not run or drip off of the hair , 
possibly causing eye or skin irritation." See col. 49, lines 28-34; emphasis supplied. 
Examiner respectfully submits that a person of ordinary skill in the art would expect the 
claimed polydecene range to be misible in any of the above formulations taught by Dias. 

5. Applicants argue that, "...it is the choice of the claimed polvdecenes, in contrast 
to other hydrocarbon oils or fatty esters, which yields the unexpected benefits of hair wit 
a less greasy feel. Dias provides no suggestion for going through this exercise and no 
suggestion of the use of an anhydrous paste for bleaching human keratin fibers 
comprising a polvdecene compound having at least 30 carbons in such a high 
concentration." See remarks, paragraph bridging pages 16 and 17. 
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Dias teaches non-aqueous formulations of hair dyeing compositions (see col. 49, 
lines 34-36) comprising polydecene compounds having more than 19 carbon atoms 
(see col. 23, lines 1-12) at a concentration of up to 3% by weight of the composition. 

Applicant discloses a hair dyeing composition comprising polydecene 
compounds having at least 30 carbons at a concentration as low as 5% (see instant 
specification, page 8, paragraph 041). 

As explained above, a prima facie case of obviousness exists where the claimed 
ranges and prior art ranges do not overlap but are close enough that one skilled in the 
art would have expected them to have the same properties. Titanium Metals Corp. of 
America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). See MPEP 
2144.05. 

★ 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HASAN S. AHMED whose telephone number is 
(571 )272-4792. The examiner can normally be reached on 9am - 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Hartley can be reached on (571)272-0616. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/H. S. A./ 

Examiner, Art Unit 1618 

/Humera N. Sheikh/ 

Primary Examiner, Art Unit 1618 



